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This appeal is fromthe final rejection of clains 3-8,
all the clains pending in the application.

The invention pertains to a hand-held data storage unit.
Claim8, the only independent claim is illustrative and reads
as foll ows:

8. A systemfor transferring data between
one or nore conputer systenms, conprising in
conbi nati on

a portable, hand-held, data storage unit,

i ncluding a mcroprocessor, a solid-state nenory
nmeans operatively coupled to said

m croprocessor, a conmuni cations port
operatively connected to said m croprocessor,
and nmeans including said m croprocessor for
generati ng graphical user interface contro

si gnal s;

a conmputer systens with a graphical user
i nterface application programresponsive to said
graphi cal user interface control signals;

said conmputer systemtransmtting data to
said m croprocessor via said comuni cation port
I n response to said graphical user interface
control signals;

said m croprocessor storing said data in
said solid-state storage neans; and

said m croprocessor transmtting said data
stored in said nenory to said conputer system

The references relied upon by the exam ner are:
McLaughlin et al. (MLaughlin) 3,941, 989 Mar. 02,

1976
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Asano et al. (Asano) 4,853, 682 Aug. 01,
1989
G ynn 5,181, 181 Jan. 19,
1993

Clainms 3-5 and 8 are provisionally rejected under the
doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over claim2 of copending application Serial No.
08/ 451,803 in view of dynn.

Claims 6 and 7 are provisionally rejected under the
doctrine of obviousness-type doubl e patenting as being
unpat ent abl e over claim2 of copending application Serial No.
08/ 451,803 in view of dynn and MLaughlin

Clainms 3-5 and 8 are rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentable over Gynn in view of Asano.

Clainms 6 and 7 are rejected under 35 U.S.C. § 103 as
bei ng unpatentable over Gynn in view of Asano as applied to
claims 3-5 and 8, further in view of MLaughlin.

The respective positions of the exam ner and the
appel lants with regard to the propriety of these rejections

are set forth in the final rejection (Paper No. 6) and the
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exam ner’s answer (Paper No. 11) and the appellants’ brief

(Paper No. 10) and reply brief (Paper No. 12).

Qi ni on

W will not sustain the provisional rejection of clains
3-5 and 8 over claim2 of application Serial No. 08/ 451,803 in
view of @ynn or the provisional rejection of clains 6 and 7
over claim2 of application Serial No. 08/451,803 in view of
G ynn and McLaughlin. According to U S. Patent and Trademark
O fice records, application Serial No. 08/451,803 is now
abandoned. Accordingly, claim2 thereof is no |onger evidence
on which a double patenting rejection can be based.

W will not sustain the rejection of clains 3-5 and 8
under 35 U.S.C. § 103 over @Gynn in view of Asano. W agree
wi th appellants that neither reference teaches or suggests
that data transferred to a portable, hand-held data storage
unit froma conputer systemin response to user contro
signals is transferred back to the conputer system The
exam ner concedes to the effect that 3 ynn does not disclose
transmtting the stored conmmand data back to the conputer 23

fromthe data processing nouse 1. As noted by the exam ner,
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Asano teaches transmtting data froma wistwatch B to a
central processing systemA  However, there is no teaching in
Asano that this data is data which had been transferred from
the central processing systemto the wistwatch in response to
user control signals. Accordingly, even assum ng notivation
to conbine Gynn and Asano exists, the conbination does not
produce the clained invention. Qherw se, a case for obvious
nodi fi cati on of the conbination of @ ynn and Asano whi ch woul d
have rendered the clains unpatentabl e has not been set forth

by the exam ner.
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Whereas we will not sustain the rejection of clainms 3-5
and 8 over @ ynn and Asano, we will not sustain the rejection

of dependent clainms 6 and 7 over G ynn, Asano and MLaughlin.

REVERSED

M CHAEL R. FLEM NG
Adm ni strative Patent Judge

STANLEY M URYNOW CZ, JR )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

SMJ sl d
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Laurence J. Marhoefer, Esq.
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Watergate O fice Building
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Washi ngton, D.C. 20037
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APJ URYNOW CZ
APJ BARRETT
APJ FLEM NG

REVERSED
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